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Ra: Florida Trademark Application -
TCASINO®
our Ref.:

2.551
Dear Sir:

appropriate specimens,

Enclosed please find a trademark application, along with the
regarding the above-raferenced trademark.

to be filed with the sState of Florida
Also enclosed is our
check in the amount of $87.50 to cover the appropriate filing fee,

Very truly yours,
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FLORIDA DEPARTMENT O STATE
Sandra B, Mortham
Socrolary of Stale
May 18, 1995

JOHN CYRIL MALLOY, I}, ESQ.
MALLOY & MALLOY, P.A.

ONE BISCAYNE TOWER, 37TH FLOOR
MIAMI, FL 33131-1803

SUBJECT: CASINO
Reaf. Number: W95000010540

We have recelved your document for CASINO and Jour check(s) totaling $87.50.
However, the anclosed document has not been filed and s being returned f~r the
following correction(s):

We must deny registration pursuant to section 485.021(1)exit(f), Florida Statutes,
because we have a mark registered under the sama or similar name and class.
Enclosed is an application for refund.

Please return your document, along with a copy of this letter, within 60 days or
your filing will be considered abandoned.

If you have any questions concerning the flling of your document, please call
(904) 487-6917.

Gretchen Harver

Corporate Specialist Supervisor

Letter Number: 295A00025491
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Junc 6, 1995

Sccrotary of Stato
Division of Corporations
P.O. BDox 6327

Tallahassoaa, Florida 32314

Attn: Gretchen Harvay
Corporate Speciallst Suporviasor

Re: Florida Trademark Application -
WCASINOY
Your Rof.: W95000010540
Letter No.: 295A0002549)
our Ref.: 2.551

Daar Ms. Harvey:

This letter follows our telephone conversation earlier today
regarding the above-referenced trademark application for "CASINOM
on limousines services.

ARGUMENT

You have rejected the application based upon a prior
registration for "CASINO CONNECTICNS & Design of Dice" used for
"casino junkets, and/or travel to varlous casino properties."
Indeed, the word "CASINO" is disclaimed.”

Our position is simple. The use of the word '"casino' in the
"CASINO CONNECTIONS & Design of Dice" trademark is a generic use of
the word "casino." It does not carry any trademark significance,
in and of itself. That is because the owner of that registration
uses the trademark in connection with casino-related servicesy,
Anybody can use the word "casino" in connection with casino-relatdd

w

services, including other transportation companies. ‘;“__ %‘é‘:}

s =M
On the other hand, our client is pot using the word "casi‘no"-%';'.l‘.
in the generic sense. Rather, our client uses "CASINO" a® ag<i
trademark in the arbitrary sense, much like the word "APPLE".qlsZRH%°
used arbitrarily for computers even though it is a common wo¥d. B¢,
The context of use governs the issue. vy ’:’.‘:“%
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Tha idea 1o that thore is no conflict botweon our oliont'm
arbitrary use and tho other company's generic use, It doas not
mattor that both partios aro offoring similar sorvices -- 1t only
matters how the word relaten to tho particular nicho of services,
The law 1s vory clear that wo could nover use our “CASINO'
trademark rights agalnst {he anybody offering casino-rolatod
sarvices, and convaerpoly, that othor company cannot astop our client
from using "CASINO" for non-casino sorvices.

For your convenlonce, we enclosc some materials on thle point:

1. Copy of tho casa of
gtar Clippors. Ing,, which wao talkod about.

2. Copies of the print=oute of both the "CLIPPER
CRUISE LINE" registration and "STAR CLIPPERS"
roglstration to demonstrate how both registrations
are permitted undor these clrcumstancas.

3. coples of raelevant excerpts from the well-known
treatise McCarthy on Trademarks _and Unfalc
regarding the inabillty to onforce a

generically-used term against somcone elso.

We have added scme hand-written comments on the copy of the
case of Clipper Crujise Line, Ine, vs, Star <¢lippers, Inc. our
office handled that case through Missouri counsel. You will sce
that there was no conflict between tne arbitrary use of the word
"elipper" in "CLIPPER CRUISE LINE" and the generic use of the same
word in "STAR CLIPPERS." fhat is because "STAR CLIPPERS" offered
cruises on real clipper ships (tall-masted sailing ships), which is
a generic use of the word. However, "CLIPPER CRUISE LINE" offered
cruises on regular cruise ships (motor-driven ships), which meant
the use of "clipper" was arbitrary as applied to those different
services within the same general class of cruise services.

The Star Clippers opinion contains some wonderful examples,
such as the word "ivory." fThat word 1is generic when used on
products made from the tusks of elephants, but it is arbitrary when
used as "IVORY"Y socap. There is no conflict between those two uses.
It works both ways ~-- the generic user cannot interfere with the
arbitrary user and the arbitrary user cannot interfere with the
generic user.

That gets a bit confusing because both may own registrations.
Te show that to you, we enclose the print-outs of the two
registrations from the Star cClippers case. Both were registered
and there is no conflict. Perhaps most important, you will see
that the "STAR CLIPPERS" registration contains a disclaimer of
"elippers" but the "CLIPPER CRUISE LINE" registration does not have
a disclaimer. That is the same situation as the disclaimer of
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Heapino" In tha "CASINC CONNECTIONS & Dosign of Dice.” oOur client
should receive a rogistration and should not ba required to
disclaim "casino. "

The purpose of this is to allow tho arbltrary usor to attack
other arbitrary users ("APPLE COMPUTER" beats "APPLE KEYBOARDS"),
but not gonoric uscers ("APPLE COMPUTER" cannot stop goneric use of
"JOIUN'S APPLES"). Similarly, the genorlc usor with a tradewmark
registration can only attack othoras for using different parts of
the registration ("JOHN'S APPLES" beats "JONNIE'S APPLES" but thore
is no casoc against "MARY'S APPLES"). Uging tha "S8TAR CLIPPERSY
axumplo, the "STAR CLIPPERS" rogistration is pot effoctive against
othor people using the word "“clippors," but it is offoctive against
othar poople using the word "STAR."

As sgsuch, the UVCASINO CONNECTIONS & Dasign of Dicae®
rogistration cited by you is not effective against our arbitrary
use of "CASINO." oOur client should receive a reglstration and
should not be required to disclaim 'casino."

We hope that this clarifies the matter such that you will be

able to withdraw the refusal. As always, if you have any questions
or comments, please do not hesitate to call or write.

/2?_’:
n Cyril Malldy, IIT

Fbr the Firm

Kindest regards,

JCM3/me
enclosures

HEB: 2551, 1t




Florlda Dcp&nont of Stoto, Sandrn B, I\Alhmn, Sceretary of State
' ‘APi’LICATION FOR THE REGISTRATION OF A TRADEMARK OR SERVICE MARK
- PURSUANT TO CHAPTER 495, FLORIDA STATUTES

TO: Divislon of Corporations Namo & addronss to  whon
N Popt Offico Dox 6327 acknowlodgemont ohould be pont:
' . Tallahaanao, FL 32314

MALLOY & MALLOY, P.A.

2 South Blscaync Boulavard, Sulte3760
Miami, PFlorlda 33131

(QQ% ) %ZQ-BQLO
Daytimo Telephone numberx

PART I /
l. ({a) Applicant o namuot Canlno Limouminon, Inc,

{b) Applicant'n bunlnooo addronot 7109 S.W.

127¢th Court
Miami, Florida
Appllennt'o tolaophone number: [ 308§

[ 1ndividual ] corporation
[ conoral Partnership

zipt 13183

. {e) 1 374-841§8

[[] veoint venture [J other:
[J Limited Partnorohip [J vnion

If other than an individual,

Ne) tn

(1) Florida roglotration number: (_ 94000014830 ) G E0.,

1 —_— - ,.‘17,-

. {2) Foderal Employar Idantification Number: é’rsf"' 0 th q ’OG :.‘O gﬂ%

' e,

. (3) bomicile State: __Flgorida 2 '%;é‘
— A

2. If th rk to b autared 1 i
(2} Hhomadle Lo Saad: “P0 a5 Brntedra Roving Borvicos
pervices, etgc.)

jlaper perv

pervican Lln ?fnnoctlon ith & }ch
ng servicen, a ng
Transportation services, namely limousine services.

cad, houp

igs

b d t
(51 EE 0 a5ka 5 o TR e o RS S

ocodo in ti i
8 sportewear, cat food, barbeque 53233%, % og Ecgﬁfcgng??
N/A

{e) Tgn mode or manner i
advertisements, broc¢

signs, flyers,

uggé?hegg?)ma:k is uped: (i.e., labels, decals, newapaper
advertisements, letterhead, and solicitations.

{Continued)
CR2ED14({5/94)
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' {d) ‘:'.hu vlavu{pa) in whickgyooda or psorvicon fall:
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| PART II
i 1, ato f
ay an r)

jdrut: unod by tho npplicant, prodecassor, or n rolated company(munt lnolude month,

yoar):

(n) Dato firot used anywhorar Fobruary 25, 1995
(b)

pate first usod in Ploridar __Fobrupry 265, 1995

PART ITI
, L
1o The mark 2o BT EIaR SRIEh ml:

55, (35 JE9049981G 1B,4ngrudeds plomso glvo briot
Only the word "CASINO LIMOUSINES, INC."

2'

DISCLAIMER (Lf applicable)

NO CLAIM 1S MADE TO THE EXCLUSIVE RIGHT TO USE THE TERM *

LIMOUSINES, INC."
" APART FROM TiIE MARK AS BHOWN.
I, Jose Castillo . holng oworn, dopone and aa
applicant herein, or that am authorized to aign on behal
herein, and no othar fn
Florida edlthor in the id

that I am the owner and tho
of the owner and applicant

rsen oxcept a relatod company has the righ+ to use guch mark ln

entical form or in such near rosemblance as o be likely to decelve

or confuge or to be mistaken therefor. I make thim affidavit and

applicant's behalf, I further acknowladge that I have read the applicatlon and know the

contents thareof and that the factn g d

rorification on my/the
haorein are true and correct.

Casipo—{4mgusines,

o
A ) erson’o slgnature Pl
PP t name and titlep) v li.?'\ ﬁ%
“ —
STATE OF Florida Jose Castlllo, President ez %ﬁ
dn— T-n
COUNTY OF Dade — anE
[
on thib .27'”7 day of QML ;19 95 + Joge Cagkiilo - ?J,?,o
personally appeared before me, = Sn
=
% who Lo personally known to me - E"—-‘;’Z‘.:,.‘,
whope ldentity I proved on the baais of ?—1 =
oy, MARITZACABELLO - L/ﬂ :
. Tk MY COMMSEION # CC 224155
LI G]  DOPIRES: Ockoder 17, 1997 """ {/ Notary Publlc Signature
TR ot Ty Aoy e St MALH2A _CpBELLO
Notary's Printed Name
Seal

Hy commlaplon Explresn: IO"'/7"'?7




LIMOUSINE

" CASINO LIMOUSINES, INC.
“PH. (305) 385-5577 BP. (305) 464-5707

WEDDINGS CORPQRATE RATES
PROMS ESCORT
PRIVATE PARTIES SECURITY

“WE Wil ACCOMMODATE YOUR NEEDS"




