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Florida Department of State

Division of Corporations N T S T LN
Post Office Box 6327

Tallnhassee, Floridn 32314

Attn:  Service Mark Application

Re: Transmi icati cgistration of a S
‘f.n LD

Mark: Specialist and Design of Stylized Letters, With Letters "Llﬁ‘"’SIantcd
Above Diagonal Mosaic Pattern Resembling Tire Treads thar 1&
comprised of Silhouetted Automobiles 0

Class: 35

Dear Madam or Sir:

Enclosed for filing is an original and one copy of an Application for Reg:stratlon of a

Service Mark for the above referenced mark in Class 35. Also enclosed are th
of the mark and a check in the amount of $87.50 for the filing fee. / 6/7 -
Respectfully submitteds.-.. A’/’ ; 5 % :
llame
1857 ) 703 Jo 72 Loty ) YO
4 D -
Andrew . Ej:"””m, NJC

I‘gﬁdater NIC

ACG/ar
Enclosures
cc; Mr, Ronald P. Chenoweth / Updater
Mr. Kenneth Baker ) Vertfyer NJC
Acknowlecgenen) NJC
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IPLORIDA DEPARIMENT OIF STAT'E
Sundra B, Mortham
Hecretnry of State

January 30, 1995

Androw C. Gireenberg, Esquire
Carlton, Fields, et al.

P.0. Box 3239

Tampa, FL 33601

SUBJECT: SPECIALIST AND DESIGN
Rel, Number: W95000002047

Weo have recelved _}/our document for SPECIALIST AND DESIGN and your
check(s) totaling $87.50. Howaever, the anclosad document has not been filed
and Is belng returned for the followlng correction(s):

We must deny registration; there Is a federal registration on file with the U.S.
Palent and Trademark Oifice for THE SPECIALIST, Registration Number
1,127,081, for the same or simllar name and class(es).

Enclosed is an application for refund.

If you have any questions concerning the filing of your document, please call
(904) 487-6918.

Nanetle Causseaux
Corporate Specialist Supervisor Letter Number: 195A00003758

Division of Corporations - P.O. BOX 6327 -Tallahassee, Florida 32314




STATE OF FLORIDA
COUNTY OF HILLSBOROUGH

BEFORE ML, the undersigned nuthorlty duly authorlzed to administer onths, personally
appeared Ronald P, Chenoweth, Sr. ("Affiunt"), who being first duly sworn, on oath deposes
pnd says that:

1. I am the Presldent of Specinlist Automotive Marketing, Inc., a Florida
corporation,
2. The market for direct mail and ndvertising ngency services is of an entirely

different kind and nature from the market for employment agency services, In particular, the
services provided are essentially different, ns are the established and likely-to-continue trade
channels, conditions under which sales are made, and buyers to whom sales are made,

3, I have no knowledge or information of any evidence of nctual confusion
whatsoever arising from the use by the registrant of THE SPECIALIST for employment agency
services with the use by Specialist Automotive Marketing, Inc. and its predecessors in interest
of SPECIALIST, since February 1, 1993, and SPECIALIST and Design, SPECIALIST
AUTOMOTIVE MARKETING, nnd SPECIALIST AUTOMOTIVE MARKETING and
Design, since August 2, 1994, for direct mail and advertising scrvices.

Further Affiant saith not.

Dated the é( ) day of \—\JQ’:—[)/,))’ {_,\.a,v(\r , 1995,

7 ) e~ S
ald P, LC’&E:nowelh Sr.
777 S. Harbour Island Blvd., Suite 950
Tampa, Florida 33602
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THE FOREGOING INSTRUMENT was sworn to, subscribed and acknowtedged before
me this 2o duyof felyuasa , 1995, by Ronuld P, Chenoweth, Sr., us
President(iuey of Speciallst Automotive Marketing, Inc., s Florlduguate) corporation, on behalf
of the corporation. He/She [please chieck as applicable} /__{fe. / Is personally known to me,-or 115y
produced / / hisflher (state) driver’s llcense, or / ! histher
(type of ldentieatlon) ns Identificntion, nnd did take an oath,

"/4(;,,\, /j /":dr-é fﬁt;é{

i (Signature)
KA’ ren )l SC /1 n-”‘t.[ !“

{Printed nnme}

(NOTARIAL SEAL) NOTARY,PHBLIC, STATE OF .,

MY COMMISSHON BEXPITUI: Moy 23, 1904,

TIARTITNE

{Commission Explration Date)

(Serial Number, IF Any)

T40897.1




FLORIDA DEPARTMENT OF STATE
IMVISION OF CONPORATIONS

In re Application of: Response to Office Action
Leiter Number: 195A00003758
Specialist Automotive Marketing, Inc,

Serial No.:  'W95000002947
Filed: January 23, 1995 Ixaminer: Nanette Caussenux
Mark: SPECIALIST and Design Corporate Spcclalist Supervisor

Dear Ms. Causseaux:

We represent Specialist Automotive Marketing, Inc, (the "Applicant”} in the above-
captioned application for registration of SPECIALIST and Design (the "Mark") as a service
mark, pursttant to Chapter 495, Florida Statutes. In ictlcr number 195A00003758, the Examincr
denicd registration on the ground that SPECIALIST and Design is similar to a federally
registered  service mark, THE SPECIALIST (ihe "Cited Mark"), Registration Number
1,127,081, ‘The Applicant greatly appreciates the courtesies extended during a telephone
conference with Applicant’s attorney. In light of that discussion, Applicant hereby and
respectfully requests in writing that the examiner reconsider and register the requested service

mark, on the following ground:

SPECIALIST and Design is registerable under section 495,021,
Florida Statutes, because the uses of that mark for advertising

agency services are not likely to cause confusion, mistake or to
deceive with respect to the uses of THE SPECIALIST for

employment agency services,

T#IT.) 1




In the following discussion, substantinl reliance will be made upon authorlty interpreting
the Tradenmark Act of 1946, ns amended, 15 U.S.C. §§ 1051-1127 (the "Trademark Act")
Although this application is made under Chapter 495, Florldn Statutes, and not upder the
Lanham Act, Chapter 495 provides that

Construction of chapter,--1t is the Intent of the Legislature thnt,
in construing this chapter [495), duc consideration and great

weight be given to the interpretation of the federal courts relating
to comparable provisions of the Trademark Act. . . |

§ 495,181, Fln, _Stat. (1993).

ANALYSIS

SPECJIALIST and Design IS REGISTERABLE UNDER
SECTION 495.021, FLORIDA STATUTLS, BECAUSE THE

USES OF THAT MARK FOR_ADVERTISING AGENCY
SERVICES ARE NOT LIKELY TO CAUSE CONFUSION,

MISTAKE OR TO DECEIVE WITH RESPECT TO THE
USES OF THE SPECIALIST FOR EMPLOQYMENT

SERYICES,

Applicant respectfully submits that the SPECIALIST and Design should be registered
Under Section 495.021, Florida Statutes (1993). The examiner denied registration because
“there is a federal registration on file with the U.S. Patent and Trademark Office for THE
SPECIALIST, Registration Number 1,127,081, for the same or similar name and class(es)."
Of course, the Examiner’s initial impression that the two marks are similar was entirely
accuraie: SPECTALIST and Design comprises in whole the word "specialist”, which word is

part of the composite Cited Mark, THE SPECIALIST.

TR 2




However, Section 495,021 does not siste any ground upen which o registration may be
refecied merely for being the "same or similar to another mark or name.Y The staute elearly
states that the npproprinte standard to determine reglsteabitity of a new mark bused upon an
existing mark is to determine If the new mark

Conslsts or comprise[s] a mark which so resembles a mark . , .
previously used in thls state by another mxd not abandoned, pg_te

§ 495.021(1), Ela. Stat, (1993) (emphasis added),

The appropriate test, therefore, is not whether there is mere similarity of names or
classes, but whether the two marks, when used with their services, respectively, nre Jikely_to

ereate confusion as to the source or origin of those services.

Standard for Registrability --
Likelihood of confusion arising from similarity of twe marks requires consideration of
the factors enumerated in In re E. I, DuPont DeNemours & Co., 476 F.2d 1357 (CCPA 1973).

There, the Court of Customs and Patent Appeals discussed likelihood of confusion, and listed

¥ The only reference to the phrase "same or similar" with regard to registrability can be
found in Section 495.021, which provides that

Registration shall not be denied solely on the basis of
reservation or registration by another of a corporate name or
fictitious name that is the same or similar to the mark for which

registration is sought.

§ 495.021(f), Fla. Stat. (1993) (emphasis added).
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thirteen faclors 10 be considered in determinlng likelihood of confusion, which fuctors include

the following:

(1Y  The similarity or dissimtlarity of the marks in their entircties ns to
appearance, sound, connotation and commerclal impression;

(2)  ‘The similority or dissimilarity nnd nature of thie goods or services as

described in an applleation or registeation or in connection with which a
peior mark is In use;

(3)  The similarity or dissimilarity of established. likely-to-continue tradg
chosnels:

(4)  The conditions under which and buvers to whom sules are made:
(5 The fame of the prior mark (sales, advertising, length of usc);
(6)  The number and nature of shmilar marks In use on similar good; and

(MY The length of time during and the conditions under which there has been
concurrent use without evidence of actual confusion.

Sce DuPont, 476 F.2d at 1360-62; § 495.181, Fla. Stat. (1993); see nlso Rules of the

Department of State Division of Corporations: Trademark Examining Procedures § 305.01 (1994

draft ed.) [hereinafter Fla. T.E.P. Draft].

Dissimilar Services and Dissimilar Markets --
Under DuPgnt, even marks that are identical in sound or appearance often create
sufficiently different impressions when applied to the respective parties goods or services. See

e.g., In re Sears, Roebuck and Co., 2 U.S.P.Q.2d 1312 (TTAB 1987) (CROSS-OVER for bras

not likely to be confused with CROSSOVER for ladies' sportswear); In re British Bulldog, Ltd.,

224 U.S.P.Q. 854 (TTAB 1984) (PLAYERS for men's underwear not likely to be confused with

PLAYERS for shoes); In_re Sydel Lingerie Co, Inc., 197 U.S.P.Q. 629 (TTAB 1977)

TAITHY.L 4




(BOTTOMS UP for ladies' and chiliren's underwear not likely to be confused with BOTTOMS
UP Tor men's clothing). Indeed, the United States Patent and Teademark Office has granted
federnl reglsteations for THE SPECIALIST, clied by the examiner and TIHE SPECIALISTS,
LD, REG, NO, 1,522,870, Jan, 31, 1989 In Class 35, notwithstanding the nearly [dentical
appearance of those marks.  Further examples of other simitar or klentical marks federally
registered n Class 35 nppenr below and in Appendix B,

In the case of SPECIALIST and Deslgn and THE SPECIALIST, the nature of the
services and thelr respective trade channels are entirely different. Although, at first glance, the
services for the two marks appear similar to the extent they both appear in the same class, it
must be noted that Class 35 is remarkably broad in scope, and encompasses vastly differing

markets {or scrvices, including those from "account auditing” to “xcrography services,” Sce

International Trademark Association, [J,S, Patent__and Trademark Office  Acceptable
Identification of Goods and Services Manual 503, 513 (1991). Upon more careful examination,

it can be seen from the scrvice descriptions alone, that the marks are directed to services that
are by their nature dissimilar, which services are in turn directed to dissimilar markets and
channels of distribution. Indeed, the very name of the Class 35 category, "advertising and
business", suggests that advertising services and business services are two separate services, In
this case, the Mark is used for advertising services while THE SPECIALIST is used for very

different business services.

In particular, the application for the Mark states that SPECIALIST and Design has been

used for

Direct_mail and advertising agency services,

TITH9,1 5




while the Westlaw listing, attached hereto ns Appendix A, of the registratlon for THE
SPECIALIST shows that TIIE SPECIALIST Is instead used for
The Applicant suggests that these services are eptirely different in nature: direet mail and

advertising agencles entatl preparation of advertlsing materfals und their distribution to wrgeted
customers through appropriate advertising channels for their client businesses; cmployment
ngeney services presumnbly entall the location amd placement of employees. The services are
dirccted to entirely different marketplaces: the Applicant will scek out companies that would
benefit from direct mall ndvertising of such company's goods and services; the employment
agency presumably secks out companies that would benefit from employee identification and
placement services, Any commonality between the respective customer bases would be entirely

Incidental, These facts are attested to in the Affidavit attached hereto as Exhibit C.

d_of co

public, for the particular_goods or services on which the marks are used, Secction 495.181, Fla.

Stat. (1993); 15 U.S.C. § 1052(d); see also Fla. T.E.P, Draft § 305.0i. In the present case,

the conditions under which and buyers to whom sales are made are entirely different. As noted
before, there is no reasonable basis to conclude that a customer who is likely to want to hire an

cmployee will be more or less likely to be desirous of acquiring advertising or direct mail

services,

Moreover, these marks arc different in meaning and appearance, however similar in
spelling they might appear. While THE SPECIALIST appears to appeal to the notion of a

"specialist,” that is, an expert in providing empioyment agency services, the Applicant’s mark

T 6




is designed 1o refer to its "speciul list”, a particulorly effective matllng Hst of names that It uses
with lts direet mail and advertising agency services,  This distinction Is evidenced in the

presentation of the design of the Applicant's mark, which uses a stylized and slanted "LIST" 10

separate the use of the two words,

The Cited Mark Is Weak, Glven the Multiplicity of Registered Murks and Applications
Using the Word "Speclalist" --

The DuPont Mctors include the number and nature of similar marks In use on similar
goods, nnd the strength of the mark, Sce Dulont, 476 F.2d at 1360-62. Applicant suggests that
this factor also militates allowance of registration in this case. A unitary mark is not likely to
be confused with a composite mark incorporating the unitary mark when there exists a number
of composite marks also sharing that unitary feature, ecven where both marks are used in the

same market. See Giorgio Beverly Hills, Inc, v, Reylon Consumer Prods. Corp., 869 F. Supp.

176 (S.D.N.Y. 1994) (holding RED not likely to be confused with CHARLIE RED, both used

for perfumes, in light of the multiplicity of marks using the word "red"), As scen in Appendix

B, attached hereto, many federal registrations and applications for registrations in Class 35

incorporate or have incorporated the word "specialist." These include some marks that are

nearly identical to THE SPECIALIST, such as:

THE SPECIALISTS LTD. Reg. No. 1,522,870 || JAN. 31, 1989
THE SPECIALIST’S SPECIALIST Ser. No. 74-420,801 | -not registered-
TECH SPECIALISTS Reg. No. 1,498,884 | AUG. 2, 1988
THE LOCAL SPECIALIST Reg. No. 1,265,940 | JAN 31, 1684
SPECIALISTS ON CALL Reg. No. 1,678,763 || Mar. 10, 1992
MACSPECIALISTS Reg. No. 1,640,752 | Apr. 9, 1991

THIITIAR.0




These marks and reglsteations are Just n few of the registrations and applicants using the word
"specialist” in sectlon 35.% Muany more examples exlst in other classes. The Appllcant submits
that il TIE SPECIALISTS LTD. is not considered so inherently likely to enuse confusion
because of stmilarity with THE SPECIALIST, then it cannot reasonably be safd that the
Applicont's application for registration for use with entirely different services in an entirely
different marketplnce could creates such likelihood of confusion,

To the extent that slmilar marks in Class 35 affords protection against these marks
regardless of their uses, the failure of the owner of THE SPECIALIST to oppose or cancel
those other registrntions abandons or weakens the scope of that mark's protection. BEven if
protection for THE SPECIALIST was not abandoned by inaction In light of those subscquent
registrations, the protection afforded to a mark with so many “clones" would be so weak as {o
preclude denial of registration of non-identical marks in non-identical mackets, In light of the
extent to which the Applicant’s mark is used in an entirely different market, with an entirely
different meaning, and is not identical to THE SPECIALIST, application should not have been
refused on likelihood of confusion grounds,

Indced, cven if the Examiner were to take the view that the marketplaces for the
respective services used with the Mark and the Cited Mark were similar merely because both

services are categorized in Class 35 as "advertising and business services,” a view that the

¥ Although THE SPECIALIST'S SPECIALIST has not yet matured to registration, its
publication and registration review have been completed. THE LOCAL SPECIALIST,
though it was at onc time fully registered during the period following registration of THE
SPECIALIST was later cancelled because the registrant failed to file a Section 8 affidavit
during the sixth year following registration, and not because of substantive issues related to
the mark THE SPECIALIST itself.

THITI.A 8




Applicant respectlully suggests Is inconsistent with commercinl reallty, the DuPont test would

still permlt registration in thiy case.  Another of the Dubogyt factors cited above is the number

and nature of similar marks In vse on slmilar services, 476 P.2d at 1360-62,  Here, the
multipllclty of similar marks In Class 33 (to the extent that co-existence in a cliss can be
considercd to render services similar), tnkent In combination with the other facts and factors
discussed above further points to a finding that there is no likelilod of confuston, and that (he

application is In condition {or allownnce,

No Evidence of Actunl Confuston --

Still another DuPont factor is the length of time and conditions under which there has
been concurrent use without evidence of actual confusion, As attested to in the Affidavit
attached hereto as Exhibit C, The Applicant has no knowledge or information of any actual
confusion between THE SPECIALIST, used for employment agency scrvices, and the Mark

and similar marks used by the Applicant and its predecessors in interest to the Mark since

February, 1993, used for direct mail and advertising agency scrvices,

TW3I7749.1 9




CONCLUSION

The Applicant submits that because SPECIALIST and Deslgn is applied for use with

entirely different services In an entirely different marketplsce than those services and
marketplaces sct forth in the registration of THE SPECIALIST: and because there Is an
abundance of registrations In Class 35 incorporating the word “specinlist”, Including marks
nearly identical to THE SPECIALIST, the latter mark should not be cited ngatnst the present
application for registration on likelihood of confusion grounds under RuPont. In light of this,
Applicant’s application is in condition for atlowance, Thercfore, the Applicant respectfully
requests that the Examiner and Department of State reconsider the Examiner's rejection of the

present application, and that the application be permitted at this time to mature to registration.

Respectfully Submitted,

CARLTON, FIELDS, WARD, EMMANUEL,
SMITH & CUTLER, P.

Tr3T9.1°




Florida Dopartment of Stalo, .L.lim Smith, Socrotary of Stato

APPLICATION FOR THE REGISTRATION OF A TRADEMARK OR SERVICE MARK

PURSUANT TO CIIM"I‘HI{ 495, FLORIDA STATUTED

1ot Division of Corporations Hamo & addroms to  whom
Pont office Dox 6327 acknowladgomont should bo nont:
Tallahanpoo, VYL, 232314

Androw C. Greenborg, Eag,
arLt
Par onj“golds, Ward, ot al.

Tampa, FL 33601

bnyéiimo '.l'ofopﬁonu numborx

PART I

1. (a) Applloant’u nama: _ Speclalist Automotive Marketing, Inc.

{b) Applicant‘s businoss addreosun: _ 777 _S. llarbour Islanq Blvd., Suite 950
) Tampa, Florida 7ln 33602

{c) Applicant‘s tolephone pumber: ( 813 ) 228-p080

] 1ndividual E] corporation [} dJolnt Venture [J Othor:
[ gonaral prartnership [7] Limitod Partnership (O] unton

If other than an individual,
{1) Florida roglotration numbor: P94000062931

(?) Fedoral Employer Identification Number: 59-3263006
(3) bomicile Stata; Florida

2.(n) If thu mknrk to b regiutered ig a nurvlcie mark, tho o

in connectlion with which
T in uuo H a., furnlture mov
serv cas, ate.

=]
ng servicen, driapur dorvices, houoe palnting
Direct mail and advertxsmg agency services.

{by If thfumark to Pu registared ip a trademark, the

oods in co tio h which th
mark upod: e., ladies pportowear, cat food, barbeque gr Tl?.%, ohoe inces, etc.B

(c} T e mode or manngr in which the mark io uped: (i.e., labels, decals, nawopaper
vertinementa, brochures, etc.)

By imprmtmg the mark on advertising materials, stationery, business cards,

brochures and other means customary in the trade.

{Continued}
CR2EM14(5/94)




{d) Tho elaon{un) Ln which guody or noryicuu ‘talls

35
PART IT ey D
i, ﬁntu tlrot wuned by the applleant, predoconnor, or a relatod compnny(muqttlpcfdhu mant iy,
ay and yoar): —h
{a) Dato flroet uosad anywhovrot Auqust 2, 1994 i ?% “i\
, Janwe 7 —
() Data fivet umad in Florida; August 2, 1994 A ‘T'
™M
e G

PART IIX oo ‘E.f;,
. ;0 bo roglatprog L £ d 1 dngludoed riof o
1. Thy.mark ko bo FegLeteyan kus.(ES 3890fdautgn 1Roangiududs plusse glve brlet ¥

AN

SPECIALIST and DESICN of STYLIZED LETIERS, WIT LEITERS "LISI" SLANIED, ABOVE DIAGONAL

MOSATC PAIIERN RESEMBLING 'I'IRE IM'READS THAT IS COMPRISED OQF STLIOUISITTEDR AUTOMORTLES

2, DISCLAIMER (Lf applicable)

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE THE TERM “

" APART FROM THE MARK AS SHOWHN.

I, , boing oworn, depone and say that ! am tho ownor and the
applicant heroin, or that I am authorized to aign on bohalf of the owner and applicant
horein, and no other person cxcopt a related company has the right to ugo such mark 1n
Florida oithor in the identical form or in such near resemblanco as to be likely to docelve
or confuse or to bo mistaken thorefor., I make this affidavit and verification on my/the
applicant’s behalf. I further acknowladge that I havae road the application and know tha
contenta thereof and that the facks stated horeln are true and corroct.

RN

appllcant o njfnﬁture or authorlzed person’s slgnature =

{Lint name and titlae)

STATE OF Fregibn
COUNTY OF HILes o @eug i 3
SN ATy
on this 17 ___ day of TARMALY , 19 215, Ponnrp P SdXwewsTh .
personally appcared before me, ! [ e o
Ea”who in personally known tO me -
whose lLdentity I proved on the basio of
Ve
!/ . .
Prniine 1 dobect?
//Notary Public Signature
Eppen N Schmaar
Hotary'n Printed Hame
Seal My Commisolon Explres:
MOTARY PURLIC, ETATE DF TLOIIA,
FEE: $87.50 per clagg [\ [(HESE LR Mor 32, 1995,

BOSIA 0 TR Sornadiy B e B RWRIEE RS,
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TELEMARKETING SERVICES

SPEGIALIST..




GONTENTS

SECTION A
DIRECT MAIL CAMPAIGN

. Program Overview
List Specifics
Sample Databasc
Sample Mail Picces -
Event Preparation Check List

‘SECTIONB
TELEMARKETING PROGRAM

Telemarketing is a Numbers Game
Telemarketing Instructions
Telemarketing Script
Telemarketing Tips

Common Objections
. Telemarketing Call Record
Te]emarketmg Appomtments Schcdu[e

SECTION C

SERVICE DEPARTMENT DIRECT MAIL PROGRAM

SECTIOND
VARIOUS "TURN KEY" PROGRAMS




